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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on sale 
in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-10, 12-22, and 24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Boy, Patent No. 4,769,736. 

With respect to claims 1 and 13, Boy discloses an overvoltage protection means, 
comprising: a first electrode [Fig. 3; 22; col. 4 lines 64-65], a second electrode [Fig. 3; 23; 
col. 4 lines 64-65], a breakdown spark gap [Fig. 3; 27; 28; col. 4 lines 63-66] having a 
discharge space formed between the electrodes [Fig. 3; between the electrodes 22 and 
23; col. 4 lines 63-66], an arc forming between the electrodes within the discharge space 
when the breakdown spark gap is ignited [col. 1 lines 35-47], and a housing [col. 5 lines 
59-60] which holds the electrodes [Fig. 3; 22, 23], wherein the discharge space [Fig. 3; 27, 
28] is configured in a manner which runs at least one of partially transversely and partially 
opposite a direction of an electrical field of a prevailing line voltage so that a distance to be 
overcome by the arc between the two electrodes has a component that is transverse 
relative said direction of the electrical field as disclosed in Fig. 3. 

With respect to claims 2 and 14, Boy discloses an overvoltage protection means 
wherein the discharge space has at least three regions, a first region of which is connected 
to the first electrode [Fig. 3; the first electrode 22 is connected to the discharge gap 28 at 
the lower left side of the electrode 22 as shown], a second region of which is connected to 
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the second electrode [Fig. 3; the second electrode 23 is connected to the discharge gap 28 
at the upper left side of the electrode 23] and a third region of which is connected between 
the first region and the second region [Fig. 3; subsidiary discharge gap 27 is connected 
between the first region and the second region]. 

With respect to claims 3 and 15, Boy discloses that the third region runs essentially 
perpendicularly to the direction of the electrical field of the prevailing line voltage [Fig. 3; 
the third region of discharge path 27 is arranged perpendicular to the electric filed]. 

With respect to claims 4 and 16, Boy discloses that the third region runs partially 
obliquely to the direction of the electric field of the prevailing line voltage [Fig. 3; the third 
region 27 runs partially obliquely, which is sloping or joining something at an angle that 
is not a right angle]. 

With respect to claims 5 and 17, Boy discloses the third region runs partially 
opposite the direction of the electric field of the prevailing line voltage [Fig. 3; when the 
third region 27 runs upward, it runs partially opposite the direction of the electric field]. 

With respect to claims 6 and 18, Boy discloses that a side of the first electrode [Fig. 
3; 22] facing the second electrode [Fig. 3; 23] and a side of the second electrode facing the 
first electrode are partially covered with one of an electrically insulating material and a 
material of high electrical resistance, an uncovered region of the first electrode and an 
uncovered region of the second electrode being arranged transversely offset relative to 
one another [col. 4 lines 63 - col. 5 lines 8; col. 5 lines]. 

With respect to claims 7 and 19, Boy discloses that a side of the first electrode [Fig. 
3; 22; col. 4 lines 64-65] facing the second electrode [Fig. 3; 23; col. 4 lines 64-65] and a 
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side of the second electrode facing the first electrode are partially covered with an 
electrically insulating material [Fig. 1; insulating ring 3, Fig. 3; col. 3 line 65], an uncovered 
region of the first electrode and an uncovered region of the second electrode being 
arranged offset to one another, wherein a side of the insulating material facing the second 
electrode and a side of the insulating material facing the first electrode are at least partially 
covered with a material of high electrical resistance [Fig. 3; the sides of the first electrode 
and the second electrode are covered with the insulating ring 3], the first electrode being 
electrically conductively connected to the material of high electrical resistance on the side 
of the insulating material facing the second electrode in an area remote from the 
uncovered region of the first electrode and the second electrode being electrically 
conductively connected to the material of high electrical resistance side of the insulating 
material facing the first electrode in an area remote from the uncovered region of the 
second electrode [col. 5 lines 59-61]. 

With respect to claims 8 and 20, Boy further comprises an active ignition aid [col. 1 
lines 35-36; col. 5 lines 61-62]. 

With respect to claims 9 and 21 , Boy discloses that the active ignition aid comprises 
a series connection of a voltage switching device [Fig. 3; surge arrester] and an ignition 
element connected to the two electrodes [Fig. 3; electrodes 22 and 23], the sparkover 
voltage of the voltage switching device being below the sparkover voltage of the 
breakdown spark gap so that a diversion current first flowing via the ignition element when 
the voltage switching device responds [col. 1 lines 35-47]. 
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With respect to claims 10 and 22, Boy discloses that the voltage switching device is 
one of a varistor, suppressor diode and a gas-filled voltage arrester [col. 1 lines 5-6]. 

With respect to claims 12 and 24, Boy discloses that the housing [col. 5 lines 59-60] 
is a metal pressure housing and has an inner insulation housing [Fig. 2; 3; insulating ring].. 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 11 and 23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Boy, Patent No. 4,769,736, in view of Durth et al., Patent No. 7,324,319. 

With respect to claim 23, Boy discloses an ignition element, but does not disclose 
that the ignition element comprises one of a conductive plastic, a metal material and a 
conductive ceramic and is in mechanical contact with the second electrode. 

Durth discloses a surge protection device including a first and a second electrode. 
Durth discloses that the ignition element comprises one of a conductive plastic [col. 1 lines 
51-65], a metal material and a conductive ceramic and is in mechanical contact with the 
second electrode. 

Boy and Durth are analogous overvoltage/surge protection devices with first and 
second electrodes. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to combine Durth's plastic ignition element, into Boy's surge 
arrester, for the benefit of plastic having an excellent insulating property. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DHARTI H. PATEL whose telephone number is (571)272- 
8659. The examiner can normally be reached on 7:00 am - 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Sherry can be reached on 571-272-2800, Ext. 36. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273- 
8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status information 
for unpublished applications is available through Private PAIR only. For more information 
about the PAIR system, see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic Business Center (EBC) at 866- 
217-9197 (toll-free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786-9199 (IN 
USA OR CANADA) or 571-272-1000. 

/Michael J Sherry/ 

Supervisory Patent Examiner, Art Unit 2836 

/Dharti H. Patel/ 
GAU 2836 
02/16/2008 



